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5. 7 F—ArZU7
(1) M2t

b bH~— 7 NAREINTFEHR T D DIZE L TV 5 > (inherently adapted to
destinguish) G/ &2 HF A E L, WL TWRWHEDE LT, Wihid 2 itRipEaE) i
U9 %, 72720, HEAHRDIEEMS IR ERBE M CE 2REICETHEHAL
TUWHIUTBERD FTRE T d D, PR & HIFARHAR & DZER D PR O AR BRI/ Z5
BRIRVREOER THIVTFIASND, FTo, FERINTRD RGN XIS & faErash
XATHRERHE L 1R —TH L ULEN D 5,

(1—1) s EoRd

PAEESE 17 SRI2BWC, THE) 13, THaENEE LCES I UMMt 2 a5 X
I —v 2%, MARFEE LTS UIRAET 2 PG50 XX — E AN O3 5729
AT 5, HMEATEOERTH D, ] LEFRKL, TO L TREER 41 KiZHBW
T, WA ORISR TE RN E LTV D,

A=A TV TRHEE T, FRIAIORWVMEE] L1k, TRgER, Bz kT
2 P AR B HFEA OPEss it — B 2 ( HEEREL T — B 2] )& A DRE s,
XTI —ERANLEBIT 5 Z LR TE0 ) (HEER 41 FFD)bOE L, S HICH
BIAID72WREEE LT, (2) REANTHRII O/ iaE(FVESE 41 5:0) &, (b) &~
STEH D, B HFEEATENGERN OB 5 (A 41 5@) L1205, Fn e
NED XS 70 GEITBGKT 5 Z LN TEX RV EEDTND,

F 72, ANEHNZFHR 10D 72\ PEREEE I BES & 78T 5 DOITARE R L Cu e
WRBEE(RIZE 41 @7 D) & LTS, (@) fEasnxidth—exoflE, 8, K% 5
ik, JRPEHNSUTZ OMORHK ; UE, () S OEFER STV — B R O
ZR T DB S DIEGR CRE D DMER S NTRECh D L LTV A (RF 41
@ DERE 1.70- D22 W),

(1—2) FAKLME FOREH

BB U ClE, Mg A~==7 /12 Part 22 [Section 41 - Capable of
Distinguishing| (ZF2# 5, ZZTh, @itEx 3 2OH 7T I VITHT, FEh
(A T > TN D, T70bh, (@) KEMIZHET 20125 L TR0, £
ZATHA B NGB FTRETH 2%, (b) AERIZFRAIFTRE & 3~ D IZITRER TH 5
P, B BENNTEHAIARE TH D H D, () REMNTHHIFTRE L TV RV b oo 3 ST
b 5 (PitFsEd~ =27 /L Part 22 3), LT, AEMICHRIT DDI50 LT D0
EWVI DI, FEIEREROEEZZRT HMETHY, THICBWTHER LN Lo
THELNDHD TRV E LTINS,

ZIT, BERAE~Y=2T7 UL, TRERICEL TWD) ETONWTIE, Clark

25 “TP Australia Trade Marks Office Manual of Practice and Procedure”, ver. Dec 20,2013, URL:
http://www.ipaustralia.gov.auw/pdfs/trademarkmanual/trade_marks_examiners_manual.htm, 2014 4= 1 H 15 B3,
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Equipment Co v Registrar of Trade Marks [(1964) 111 CLR 511 at 515 - the
Michigan casel DIl ZGI L, PEEROFEZENHITHEN T, MEREOHBEAIZ LD
EAIZ L - T, M ADOPEs & HFEADREG S & 2RI L 2 2 X 512 0E0rEBET
NETHDH] ELTND,

72k, OB, IMICHIGAN] OfE% [ R7 7 X2 — v ~YL) DO ARHZRE
IZOWTHFRIZOWCHERIC L 25012 iR LT & Z A S, RIRE s8]
FNZER 2 7256 TH Y, ERLOHWEEL PR LT,

ZOBEZIFE, AT AFERICKIT D EAER L LTI DN TWND,

W

N
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(2—2) pEtEE EoBd

PAREE 1Y, HARERGEE & RRGHE & SF—Celdiude e L EHEAOICREE L T
WD BRIV, PAEIEES 41 2555 8 THCIX, ANERRA A PED 72\ PRIz DU T (]
FAE@), THEASHEEAO SO E U TRER M U ERE % FZEIGRT& 5
FEFEE CHIFAH LV RN HBAICR D EIE A L Cuvieny) Ha, BEcExine d
%o ZORCRHERIZ LY, ARERRERE G D 72 POV T, FEERITR S U3
5% 7800 C & DR F CHIRA H BN Y BZEHE A LTI ERDSG80 Hivd &g
WRCTE D, 207w, HFEL TWODRGENMEH S TORITIUDEEITRED b T,
HRERGHE & PRS2 1%, F—ChAILENH D,

PAREVAEE 41 456 4 THIZOW T B ARSI FTRE T h 5,

(2 —3) FHEILUE EOFHRH
PSR A~ =27 /L 23 D 4, 4.7120F, HFEAIIRDPGHE L, AL R SR
BE L DA TRWGEE ORI O BZN L ST\ D, T2, PaEOARER 725
INNECBN IR DR THIUE, TOXERITEHE TS L LTEY, FlxiE, 7§
BEDFEARR 72 R — M2 AT, YR a2l 5720 T 0ZERThIUL,
BOONI RS = DFENIOWTIE, BH TS LS Tna,

RN L50, F—ITRIEEEL B X RWRREDO S O THIUY, HFERGE 2 s

HVENTI L (PEEA~ =27 /123 D 4, 4.7.1), F7-, BOEVDHAHEEE, #
DN X > TSI 2 L3RDHIND X 9 G EIXOORENLIETH 5 (A 4.7.2),
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(2 —4) FETORHN
IPAU K OHFERIEADOWT G, THFERGEIZ TSN O SCFRFLE 2 MZ T2 b DT
HHEAE 1Y, HRLUTEEE R 25E80RHH L L, idr—RZX-oTRARDEL
TW5,

RO L TIE, ZOMENPHEOEE /L ChoaEMfE 725 L LT
W5, BZIE, HFECITEMARERTH DO L, BRI IFER SR 72 ST
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FEENG LA, HERICE VAU TRIERE Y LX) I = ) EREETE
Do
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W, [Rl—PRICR & RN IO RE DIBIIRCA R 2Nz THEM+ 5 2 &1, i

PR D T D L AR END,

BlAE, TRRO L I 72a8E, TPAU & HBEREAOW TR bR/ e LT

AV

@ [HUENGE &GP & OFT, REOHMCSCHIF—TH 52, K& S8
BRI D8,

AB
(# : ABC & ABC, ABCD & (p/ed)

F72, T2 MOFBHED X D AR Y OFEEEOEL, BB E VD
FIZBWTRELSHEELEZ 550 TIERL, FEHEICBOTHREREEII20,

728, FREDFNA LV, PREEE D [R—MEOHIBHIITRHT RS 2 7 & LTV D,
A=A NZ VT TIE, FHEOHBINIORE(RE XY I —= ) LR EORRE
1%, FUEMO—THY, BEEMHERINEZAE LTS E, FE TR THD
DT OHWINEE S5,

(3) HREICERDFEE RS LA L T2 Rl IR & DAHEIZ DU T
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(3—1) A ATREM:
IPAU KOHRERREEADOWT S, MBI DIEER L SUTFRERB &, LT
WD P IR N T2 D86, WollWEZ BT LIz L1327 & LT HEDE
HINDZ Wb DHELTND,

(3—2) L EOTHR
HFEIZ AR D FRERG M XUTFRERE &, L TV AR XU FA&RE DR MEZ DWW T
BRICHAGE L7 BT 72V, FEE 5.7(2-2) & [RIREICAEIR TX 5,
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WA L CW B PasSUIBBIIRE LT e 5 Z &R Enzv, LinL, 5
PASLDS & OFREE UL TR 1 2 L CWAHEIFHIC LA TV DD, TR SATREN:
D& D INNZONTUIH IR ZERZ ETCIET A E LTWnA, b LIEH SN
L2 CLE, RGBS OFITAIC OV TR 2 LT D S IR CX 220 e,
Z O OFRETHET D Z L DNER S D (FEGEA~ = = 7 /L Part 23 D 4, 4.6)%,

(3—4) FETORHN

IPAU K OHBEREAZOTNG, HFECR D FEER S A L O D8 E 0%
BN LGS, LFO XD RGAIIEfisnD EORMERL TS, 721210, F

RICKoTEHEENER DD, UTHEE 20 LITRLNE LTS,
B EARR@O BRSO REA) & FEEIC R L7258 W2, T v i
DOUNTHFEREE AL L Cuie s, RIS THIR) & Fod L CHIE L7256 7

&)
B FEAELB) ER—OREHITIAT, HHL TRV EELA) ZREEICRGEE L
AW AL, MUz W CHIFERGIE A2 L QU ey, FEECE (L 1oz
T TR BECE LSRR L)
B SO LEHAELO B ZE A, O LT (C) 2 EEICRE
#HUT-BEAW T, e T3 v 22 OWTCHBERFE A LT =0y, FEEIC
X T & MEERARAR) A RE L CHE L72E 7 L),

708, PREOAEIZ L T, F—TEOYHWEIISER S5 Z L1370y,

(4) FRIFIOHWHEAEIZ DN T
IPAU (k% &, HFESNIZRENH TN 2H LT O THIUE, FHli
il LB, FBINDBARATh 5D X 5 7ealE, FOREIZ X > TUBRERD=
DI 2FE ORI 72 < T e,

26 Trade Marks Office Manual of Practice & Procedure Part 23 Overcoming Grounds for Rejection under Section 41 -
Including Evidence of Use 4.6 What if the evidence does not cover all the goods/services claimed?
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FTo, URAPEIEN & DRREARENNIGER )2 H LT AR TIERWGE, Bk
DT DITITEFEPAEIFRR L 9 B2 DO TH D UL CX D2 F 95 Z & &R
FREHLOFR R NEE L 72 5, FELO S IARERRERNE S MO K D, YiZREEN
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Wf%ﬁ%ﬁ% DODHDIZF47 T D LRt STV D,

(4 —3) IRFfHIAHIPH
IPAU (2 X, A EZORY 2—20 71, HAEENMEFAZEE TR
HE) == TEES L DDA EIRET ABRCEE S NS,
EMMER LTS E, ZORY 22— A0S THBEROHIMNIAZTH 5,

(4—4) BEDOBUL
IPAU (2 XX, BHORY 2—A0%, HbOFEENMIFAZEL e F Y I —
VI EBER LTV DED T S ECEER T 7 7 X —Th D,
H LAY a— AKX UE, FERABMAAE S THBREOHWEIANTH 5,

(4—5) [REORHE
JREDRY 22— ERBEEATE, TR TS L@ s, FHckveh
ZY I == T E/G TN LT M T HBROEER T 7 7 4 —Th 5,
(4—6) FogHEHEiOHF
XU, PEEMERICL DB H) == B H LTSI S R
Ty I B—BIINTND,
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HFEREELANLE, FRBICRT B G k9 2 7o DI BEize, AL E RO
P AP C R 58, HFERNS, WROFHEEZFHLUIANDLREZE L TnH(7RE,
(Pt~ = = 7 /L Part 23 3.4 |24 20&),

PR B A S V7= B & 2 O f AR

Z DOPEEAME ) ST g s — B A

FERATE LE(EE L0, UREIPHICOI= 24500, XIS RLEE RG-S —t
ARSI NI 5E, 78 EEE, BT 2FEEOBEN Y — BRI TE D4
BA T, U, HREEE, 5 EEmoIc D 25540050 — B A DLk
RCRTIENTE D),

IR EARE (S RLV0)

FREN IR S 2 & 2R TR, UIERYOT V4 VEE

i ISEEE S

fE 2 DO H 2 A MZAUIFE EEOFTEETRE Z L, Zli7eibinot— e R
%, Bl b OREHE L2 B LY, diRb REL, BEBIELYY, )
B, WZETve, 994, B, (v F—% v R L,

FEREIZ DU TR T 2 R
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WRFEARERIE (AR =& %18 L CHRIE L T o855, TG TIEZ 0% =#ix
ENL BUVFET 50 ?)

PRENMER SN CNDA v X —Fy hOT =7 A MNRE

BEEE S [1ZB5- LT\ B ADRES
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HIRE L 72RO RE O 332 0 o 72356, S BIIRWHEIPHO e T
DR MEINTT D LINTE D, TIUT, LPIEDOHE I OFERE LR, KO
JEL72psiin & £ O~ —27 2 L T & 72psinn & OFRPMEIC X 5,

(5) A DA FEA W9 2 FEUERT
HRERF T 2,

(6) Tofth
IPAU I3, RS L V@RI &7 & U TORREZRO 256, TEEMm IR ER

BIHEH L TO RO E ENTWD5E, YiZim i A OZERCHEH LTu
BENSIBFE BRI L Q22 LT, HIRERDD E LTS,

Fiz, HFEEED, FERINZELRAIZR D L 72 D ENEBE L2 E LT D,
FRENL, HEFESAERAEAEZ AT TIEH 20355 LRO LA, b
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(7) BRHESR)

<PAIRERR 17 5> R O<PHIEIES 41 >3 1L 1.7T@ 2 2,

<PEtEFA~ =27 /L Part 22, 3. Inherent adaptation to distinguish GEAIZx3 5

FERES)BEF >

The first question to be determined in
deciding whether a trade mark is capable
of distinguishing the applicant’s goods
and/or services is: to what extent is the
applicant's trade mark inherently
adapted to distinguish their goods or

services?

All trade marks examined will fall into
one of three categories:-

a. trade marks that are sufficiently
inherently adapted to distinguish and are
therefore facie of

prima capable

distinguishing;

b. trade marks that have some
limited inherent adaptation to distinguish
but are not prima facie capable of
distinguishing;

c. trade marks that have no inherent
adaptation to distinguish.

& D PAREDS I D it S OV U
DWCHBIIZGT D0 E S 35 1
THRIE LT U7 & 72 e DR,
FHRE N D RGEE D3 & D P i X IBHS 2 7kl &
LI EOREREMICHE LTS
D, Thb,

FEZZ T HFELT T, LLF 3 DDh

T AY =DV HINTEET D,

a. IR ERMICERCES L, L=
> TSN 12 AT 2 ke

b. & DFRE DR ST AE R 72585~ D
WENH DD, PO E2AT
% LT 2RV PR

c. ANERRRRIA~DIEE D720 RS

<FEEHFE~==27/V Part 23, 3. Evidence of use - general requirements (D3

- —EEE(SER) >
When grounds for rejection under section | 5 41 =235 < FEAEER S a2 X
41 apply to a trade mark, and|#l, #IE, KIEOTH IIFEAXOFRT

amendments, submissions in rebuttal or
informal information are insufficient to
satisfy the Registrar that the trade mark
1s capable of distinguishing the applicant's

1%, ZOREEA AN ORE M OV SIS
WZOWTERI N 2 AT 5 &OBEE 215 S
FDHIEARTTHHYE, PR XA
ZEAT D HOIERRFHL AR5 2
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goods and/or services, the trade mark
owner may provide formal evidence of use

the
Requirements common to all evidence are

to support application.

set out in the following paragraphs.

Decisions made on the basis of evidence of
use involve weighing up the evidence
provided, and deciding whether this
information, in combination with the

of
adaptation to distinguish, is enough to

trade mark's amount inherent
satisfy the Registrar that the trade mark
should be accepted. Justice Branson in
Blount Inc v The Registrar of Trade
Marks, 40 IPR 498, 504 (‘Oregon’) referred

to the process as follows:

Where the Act requires the registrar to be
"satisfied" of any matter, it is to be
understood as requiring that he or she be
persuaded of the matter according to the
balance of probabilities: Rejfek v McElroy
(1965) 112 CLR 517, 521. That is, that
the registrar be persuaded, having given
proper consideration to those factors and
circumstances that the Act requires him
or her to give consideration to, that such
matter is more probable than not.

()

3.4 What information should an applicant
supply?

Applicants should be advised to include
the following in their evidence of use:

* the trade mark number
* the applicant's name and the declarant's

ERTE D, T RT O Hmd 5 gk
1L, ATFDE/RT T T 7 T35,

A ORI EE DN T S HIREI,
PR SAVCREL AR L, 2 OF#RDS, #E
EREDRRINE 64 D ANE R 7206 G OFREE &
i, ZOMEEZZETRE TH D & ek
B ST 0 THL), IRETD
Z L %fEH, Branson |5, Blount Incv
The Registrar of Trade Marks, 40 IPR
498, 504 (‘Oregon) FH{HIZFBWNT, LFOY
a2 RAZE ML,

PAREVEDS & D L5 7R REIC DV T b Bk
BT T D Z L EERT HGA, Fiu
ZARMEDHTZ L2203 - T ORIBEIZ W
TG 22 & Z2ER LTV D LHEfEE
% : Rejfek v McElroy(1965)112 CLR 517,
521, T72bb, BEEDPEEIC L > TH
BT D 2 & BT BT R L ORI
N EE LRSI 58, 20
ORI E B B0 E WV ZITERENE
U,

3.4 HEEANZED XS 7eiFmafditd &
yop)

HREANIL, Ttz g el ARl A 3
5L ERELET S,

PR
-HFEAN D K4 K OVE S35 D4
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name
» when the trade mark was first used and
the period of use (for intended use, see
section 4.3.1)

*the goods/services in respect of which the
trade mark has been used

- annual turnover figures (in Australian
dollars). Where a wide range of classes
or very varied goods or services have been
claimed, turnover should also be broken
down to show figures for goods or services
Alternatively the
applicant may be able to indicate the

of a similar nature.

proportions of the designated goods or
services which make up the total
turnover.

- advertising expenditure (in Australian
dollars)

- exhibits showing actual use of the trade
mark, or digital photographs of the

exhibits.

The following information is also useful
(this is not an exhaustive list):

-indication of market share

-individual item cost (this should be
considered in the context of turnover
figures. Inexpensive goods or services
are likely to have a wider market and
more competitors than expensive,
specialised items).

- indication of advertising types e.g.
television, radio, print, Internet

- publications/articles mentioning the
trade mark

-indication of customer base (who are
the
Australia or overseas?)

- indication of distributors Gf the

applicant's major customers in

RO 5 B, BEEEEEE I Ry
SN EEWEHOEKN, 7 ar 431
ZHR)

< BRZPEEME R STV SRS — B A

AERIEG BECA—A R 7 U T FV), TR
DXy XAZIEF N ZFEORE L XL —E A
DEgEDER SN, EhETEd, [F
RO O S I — B AT AR
TEDIFT TREINHRETH D,
HDHVNE, HEEANE, REGIFEERERT D
BEMEL T —ERDEEERLTH &
U,

c REEGF—Z NS U T RL)

* BRI OM 2 7R REHL T Z DFE
Wwor o2 VGEH

LLFOE#RS E7-6%0CTh A (2 hidiEiE
L2V A RTIEZR, )
=7y k=T
AEBIT A T LY A M AL, BESIEEE D
BHECEEINLIRETH D, ZMi7epEih
T = RIL, mfl TR T A T A K
D HREX72TGTHr oI 2L OFELE%
ALTCWDAREMNEDNH D, )

-Hlzix, Tvye, U4, Fhy, (v
H—F >y hDO XS RINEOFEEZRT HO
- BRI E KT A T TR & R
THO

RS RTHOG—A 7 U T T
WS CHIFE A O LR LD ?)

REEE T HO (b LHBEAMES O
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applicant sells their goods via a 3rd party,
how much presence does the 3rd party
have in the market place?)

Mm% 3 DOFEEZM > THIEL TV 55
&, TOMHITBWT, Yi% 3 >OFEHIX
EDOREE D ) (presence) A L T\ 5
D% )

< PiEEA~ = = 7\ Part 23 - 4. Examining evidence — general GEHLOBE — —f%)

EER >

Once an applicant has provided evidence
of use, the examiner needs to assess it,
and make the decision whether or not it is
sufficient to satisfy the Registrar that the
trade mark does or will distinguish the
applicant's goods and/or services in the
marketplace. The combined effect of use
or intended use, the nature of the trade
mark itself, and any other circumstances,
may be sufficient to accomplish this

purpose.

The following paragraphs give some
guidance on particular issues to be
conscious of when assessing evidence.
Most of the comments are relevant to
evidence irrespective of which subsection
the ground for rejection is in relation to.
there

comments pertinent to trade marks with

However, are some specific
no inherent adaptation to distinguish
which are set out in paragraph 4.5.

4.1 How much turnover does an
applicant need to have?

The greater the turnover, the more likely
it 1s that the trade mark is capable of
distinguishing the applicant's designated
goods or services. Massive turnover may
compensate for short use, likewise, long

AL AR T 5 &, FEEITE
NEFHI L, ZORiEN TSI THIRR
N DR L OV 3B & i S E T D 2
EXITFR S EA D LD T L EREE
IS S B DI+ Th I ERET
HVERD D, HHIIER S AHE,
PAE HROMEE, KOV ORI E
“NHIE, ZOBEMEENRT DO
ERDHT DD,

LIFDO/NRZ 75 70X, GEVE G35 B
IZE T REFEORBEIZ O\ T S0
AR LTS, 1 ZEAEDI AL M,
FEHEBLEH 23 & OB IZBIfR L TV A vE i
7, FHUZBET SO TH D, =L,
FRBA~DAG W A3 72\ O PR B 5
HRWZea A RN O0dH Y, Fhic
DNTIINT 7T 7 4.5 TihR5,

41 HENITENUSZEOEG @RI
X772 B 7202

BEIENARKEWEE, pass AN O
T D R XATEB IO\ TRk D 2 A3
5 A[REMEDN BV, BRISERBINAT S OARE
R A 73 8 2RI B LT, KRR HS
mEITEVEREIM A S bo sy, Ak
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use may compensate for small turnover,
especially in relation to trade marks with
some inherent adaptation to distinguish.
total be
considered in the context of the relevant

However, turnover must
market and balanced against unit cost
before a decision can be made on this
issue. Applicants should be encouraged
to supply information on unit costs and
perhaps market share to help support

their case.

As a general comment, it is necessary to
the of
adaptation the trade mark has with the

balance amount inherent
strength of the evidence provided. For
example, a trade mark consisting of the
surname KINGSTON (SFAS 1798) will
need much less evidence of use than will
one consisting of the surname KING
(SFAS 24870) when used for the same,
fairly commonplace goods or services.
Similarly, if a surname is to be used on
very specialised and unusual goods, such
as magnetic resonance imaging scanners
(MRI scanners), the amount of evidence
required will not be as great as what
would be required for cheap, mass

marketed t-shirts.

4.2 What length of use is enough?

The longer a trade mark has been in use,
the more likely it is to be capable of
distinguishing the applicant's designated
goods or services. The length of time likely
to support an application very much
depends on the degree of inherent
adaptation the trade mark has. The mere

fact a trade mark has been used in the

2, RVl IR R 2R B | 2 A D
LD LB AREERH D, L, BBl
AL, BREMSGORIUCH S L THREL,
BN RN & bhi L7248 T, Z o/
REIZOWTIRET LT3 5720, HFEAZ
X, FIROESITE L TR THIZD, H
NJEA, KROMBAIC X » Tl S A RIC
B9 DI MO AT & Th 5,

—R7RE R E LT, MEIEOAREREA
OFRFEE &, B L7ZfHLo S DR T 2 R
EROVENH D, Blx1E, KINGSTON &
W IED G 72 B RERE(SFAS 1798)1%, [F)—o
P72 0 SRR SIS R S v b 55
&, KING &) a5 72 5 pEaiZ (SFAS
24870) LV & AF FHIZ OV T ORI 72 <
TIte, FERIS, HDOENEMEDOEW,
B LW, FlziE, BRILEHEIRY A
Xy T —MRI AF ¥ )R EIMEHIN
L%, ERINDFHLOERR, ZHTK
BICGESND T vy VicERESND &R
PNLHEIZELL 2WNNETTTH D,

4.2 o7 ABEORS L%
PEAEH SN CE BB EWIEE,
RN DFEE T % fé i XTI 2OV Tk
B =BT HAHEMED SV, HFAOESIT
LR D AREEDEWHII O K 1L, RO
AEWEEGOBREICRE S ELAEND, B
FHZBWTCRERER SN TE eV H H
LTI, FUCE TG cEbsZ &,
MIFZFD XD IZR DR EWZ L2 E

270




trade does not mean it is capable of
distinguishing or is likely to become so.

For example, a canned food producer
might use the words "Baked Beans" on
their labels for a long period of time. The
words could be used in a fancy script, or in
But while ever the

buying public sees these words as the

different colours.

description of the contents of the can, they
are not capable of distinguishing the
goods of the trader concerned. The length
of time therefore, is only one factor which
the examiner must consider in making

their ultimate decision.

4.3 When should the use have taken
place?

In most cases, there is an expectation that
the trade mark was used before the
application was filed. However, if the
application is to some extent inherently
adapted to distinguish, use after the filing
If the use has not
been continuous, the capability of the

date is also acceptable.

trade mark to designate a trade source
An
been

may have been diminished.
indication that the
continuous, or if that is not the case,

use has

information describing the actual periods

of wuse, should be included in the
declaration.
(%)

4.4 Does the applicant have to show use
in all States?

The the
geographical extent of the use, the more
likely it is that the trade mark will

greater demonstrated
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distinguish the applicant's designated
goods or services throughout Australia.

If it is clear from the evidence that the use
has only been in a relatively small
geographical area, the application may be
accepted with a geographical limitation.
However, in the great majority of cases, if
it is shown that a trade mark is capable of
the
and/or services in one state, then this will
be
nationally.

distinguishing applicant’s  goods

sufficient to show that capacity
Geographical limitations
should be the exception, rather than the

rule.

In the past, services were more likely to
be localised than goods, and quite
localised use would allow acceptance of a
trade mark for services, perhaps limited
to a particular state. However, with the
growth of franchising as a method of
business organisation and development,
and with technological changes (such as
the

Internet) which overcome barriers of

electronic communications and
distance, many services are becoming

national or international in market
access. This should be taken into account

in assessing evidence.

4.5 Can the applicant rely on use from
overseas?

Overseas use may be taken into account
in assessing evidence regarding trade
marks which are to some extent
inherently adapted to distinguish, if the
use 1s within a market similar to the

Australian market, and the trade mark
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concerned is the same. Use, for example,
in the United States of America, Canada,
New Zealand or Great Britain may carry
some weight. Whilst such overseas use
may support an applicant’s case, on its
own it is unlikely that it would be a
sufficient basis upon which to accept an
application. Use in an obscure Asian or
South American marketplace will not be
as persuasive (Burger King Corp. w.
Registrar of Trade Marks (1973) 128 CLR
417,422- (Whopper')

4.6 What if the evidence does not cover
all the goods/services claimed?

For trade marks which are to some extent
inherently adapted to distinguish, there is
no requirement for the application to be
restricted only to those goods/services
The
legislative requirement is for the trade

demonstrated in the evidence.

mark to be capable of distinguishing, not
that it
distinctive.

demonstrate it 1s already

The evidence needs to be scrutinised to
determine whether it supports a capacity
to distinguish for a broad range of goods,
For
example, evidence demonstrating use on

or only something narrower.
children's pyjamas and underwear in
class 25, may support a capability to
distinguish on a broader range of related
goods, such as children's clothing; clothing
for pre-teens and teens. The same
evidence, however, may not support the
applicant for a diverse range of goods and
services, such as vehicles, tools, travel and

restaurant services etc. If the evidence
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(1973) 128 CLR 417,422- (Whopper)),
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does not support the applicant's complete
claim, the examiner should suggest the
specification be restricted to include only
the range of goods/services for which the
mark is capable of distinguishing.

4.7 What if the trade mark shown in the
evidence is not identical to the trade mark
on the application form?

Differences between the representation of
the trade mark applied for and the trade
mark as used should be noted. If the
differences do not substantially affect the
identity of the trade mark, they may be
ignored (section 7(1)). Differences in
script, colour or the pattern on a
background, for example, may be ignored
if they only serve to enhance the trade

mark, and not change its basic identity.

4.7.1 Should the trade mark be
amended to conform with demonstrated
use?

If the differences between the trade mark
as applied for and as used do not affect its
identity, there is no requirement for the
application to be amended to conform
with the use shown in the evidence.

4.7.2  Limitation to colour
Most trade mark applications are
submitted in black and white, but

evidence of use often demonstrates use in

colour. In most cases, this 1s not

important. However, if it is obvious from
the evidence supplied that the trade mark
is only capable of distinguishing in

particular colours, then a limitation to
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those colours should be requested. The
limitation i1s made by way of an
endorsement specifying the colours
concerned.

Urtbh s,
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